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This publication has been prepared for clients and professional associates of Wang Jing & Co. 
Please note that this Guide is written in general terms and is intended for informative purposes 
only. Hence, the information provided should not be relied upon as legal advice, and should not 
be acted upon without seeking professional counsel. 
 
This publication is protected by copyright. No part may be produced or transmitted by any 
process or means without prior transmission of Wang Jing & Co. 
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1. THE NEED TO REGISTER 
 

nder Chinese law, marks must generally be registered to ensure 
the registrant’s exclusive rights in China against third parties. 

Registration can be completed in China directly (usually through a 
trademark agent), or indirectly through the international Madrid 
System. After registration, the owner will have the exclusive rights to use such a 
trademark in China, in the classification of goods and services as determined in the 
application (see below for further details). 

U U

 
China applies a first-to-file rule, which means that whichever party successfully 
registers a trademark first will have the exclusive rights to such a trademark – even 
if another party has a closer connection to the mark. The cancellation of 
trademarks registered in bad faith, and the road to recognition of a well-known 
trademark, are long; thus it is strongly advised that owners file for registration as 
early as possible. 
 
The filing for registration is a relatively straightforward process, and will be 
described below. It is also relatively inexpensive. At the time of writing, the 
Trademark Office takes approximately 18-24 months to handle an application; 
during this time, the applicant will be informed through his agent from time to time 
on the progress of the application. 
 
  
 
2. PERMITTED AND FORBIDDEN MARKS 
 

ccording to the Trademark Law, marks that may qualify for 
registration as a trademark include any visible signs capable of 

distinguishing the goods of one party from those of others, 
including words, figures, graphs, letters, numerals, 
three-dimension signs and colour combinations, or a combination of the foregoing 
elements. Trademarks must have distinctive characteristics and be easy to 
distinguish, and may not infringe the legitimate rights of others. 

 AA

 
Unless it has acquired a distinctive character following use and is easy to 
distinguish, any of the following signs may not be registered as a trademark: 
 
(i) A sign that consists exclusively of a general name, shape or model of the goods; 
(ii) A sign which consists exclusively of a direct indication serving to designate the 

quality, key material, function, intended purpose, weight, quantity or other 
characteristics of the goods; or 

(iii) A sign which otherwise lacks distinctiveness. 
 
Other marks which may not be used as trademark include State names and 
national flags (except with consent of the said country’s Government); official signs 
or hallmarks indicating control or warranty (except where authorized); signs that 
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promote in an exaggerated manner and are of a deceptive nature; and the names 
of commonly-known foreign place names (except where such names have other 
meanings). 
 
  

 
3. PRE-FILING CONSIDERATIONS 
 

n preparation of filing a mark for registration, the following steps 
should be considered: 

 
 I

(A) Determining your trademark 
 
Registration will give excusive rights to a mark. Therefore it is important to 
determine in advance for which marks exclusive rights in a specific class of goods or 
services is entailed.  
 
One consideration many foreign companies must make in China is whether a 
Chinese-language equivalent should be devised and registered as well. Experience 
has shown that many Chinese consumers with a limited knowledge of foreign 
languages will identify a product by its Chinese name. Taking the initiative will 
ensure that such a name has desirable connotations, and that it will be protected 
from third party infringements.  
 
The choice of a mark for filing is also strongly related to the chances of successful 
registration. A trademark agent will be able to give an indication of the chances of 
successful registration of a particular mark with reference to Chinese legal 
requirements and practice, and to marks already registered in China. 
 
(B) Searching current applications / registrations 
 
In some cases, similar (if not identical) marks, in a foreign language or in Chinese, 
may already have been registered. If so, the chances of successful registration will 
be small; therefore it is important to first conduct a search in the database of the 
Trademark Office, to check whether any similar marks have already been 
registered or applied for.  
 
Searches have recently been simplified, and your agent can usually give a full 
search report at short notice. This report will help one decide whether or not to file 
the application, and for which marks. 
 
(C) Determining classifications of goods and services 
 
In China as in most jurisdictions, a trademark is registered in a specific class of 
goods or services. In this regard China broadly follows the NICE Classification 
system, which can be viewed at http://www.wipo.int/classifications/fulltext/nice8/ 
enmain.htm. For all trademarks except well-known trademarks, the exclusive 
rights to a trademark are related only to the goods or services in the class in which 

http://www.wipo.int/classifications/fulltext/nice8/enmain.htm
http://www.wipo.int/classifications/fulltext/nice8/enmain.htm
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the trademark is registered. Thus if protection is entailed for goods which belong in 
different classes, filing shall be completed in each of these classes. 
 
After determining the class, the applicant should include a description of the 
specific goods or services (“items”) to which the trademark shall be referenced. 
One can generally choose such specific items from the Indication of Goods and 
Indication of Services under the NICE classification system. 
 
  

 
4. REGISTRATION PROCEDURES 
 
(A) Preparing of documents 
 
To file for registration of a trademark, the following materials are 
required: 
 
(i) An application form signed by the applicant;  
(ii) A Power of Attorney (PoA) for the agent handling the application; and 
(iii) A specimen of the mark being applied for. 
 
The application form and Power of Attorney will usually be completed by the agent, with 
information from the applicant. Details such as the applicant’s (company) name and 
address should be provided in Chinese – if not available, the agent may assist with 
translations. 
 
Following application submission, the Trademark Office will issue a filing receipt 
with application number and date.  
 
(B) Preliminary approval and publication 
 
After the Trademark Office has completed its substantive examination of the 
trademark filing, it will either reject or preliminarily approve the filing. If the 
Trademark Office deems the trademark not registrable or if it deems the mark too 
similar to existing trademarks, such a decision may be appealed with the Trademark 
Review and Adjudication Board (TRAB), the latter’s decision being further subject to 
judicial review (i.e. it can be appealed in court).  
 
If the Trademark Office gives preliminary approval to a trademark registration, it 
will publish this mark in the PRC Trademark Gazette. 
 
(C) Opposition 
 
After a preliminarily-approved trademark has been published in the PRC Trademark 
Gazette, third parties have three months to file an opposition against final 
registration. In particular, a registration shall not conflict with the prior rights of 
third parties, nor may a third party’s trademark, if already in use and enjoying a 
certain degree of influence, be pre-emptively registered (i.e. in bad faith).  
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In response to such opposition, the applicant will be given 30 days to file a defence. 
The Trademark Office’s final decision can be appealed with the TRAB, which is 
further subject to judicial review.  
 
(D) Registration of Trademark 
 
If no opposition is filed (in time), or after the opposition has been rejected, the 
Trademark Office will publish an announcement of registration of the trademark in 
the PRC Trademark Gazette, and issue a registration certificate. 
 
The registration date is the day after the expiration of the opposition period. A 
trademark registration is valid for 10 years, but may be renewed during the last six 
months of the validity term. 
 
  
 
5. POST-REGISTRATION: SCOPE OF RIGHTS 
 

fter the trademark has been registered by the Trademark Office, 
the registrant (owner) will have the exclusive rights to the 

trademark in China for the goods of services it has been registered 
for. Under the Trademark Law of the PRC, such exclusive rights 
prohibit third parties in China from: 

 AA

 
• Using a mark identical or similar to the registered trademark on the same or 

similar goods without permission of the trademark registrant; 
 
• Selling goods that infringe the exclusive right to use a registered trademark; 
 
• Forging or manufacturing without authorization the representations of 

another’s registered trademark, or selling such representations without 
authorization; 

 
• Substituting the trademark of a trademark registrant without its consent and 

marketing goods bearing such substituted trademark; or 
 
• Causing other damages to another party’s exclusive right to use a trademark. 
 
In any of the above circumstances, the trademark registrant may bring 
administrative or judicial actions against the infringers. 
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WANG  JING  &  CO.’S  SCOPE  OF  SERVICESW J & CANG ING O.’ S SS COPE OF ERVICES  
 
 

his “IP Guide: Trademark Registration” is designed to help you 
decide whether and how to register your brand name in China. 

Moreover, in order to further enhance the effectiveness of a 
Trademark Registration, WANG JING & CO.’S INTELLECTUAL PROPERTY GROUP offers 
Clients pre-registration and post-registration advice and representation services. 

 TT

 
WANG JING & CO.’S INTELLECTUAL PROPERTY GROUP consists of specialists with 
proven expertise in dealing with IP-related legal issues.  
 
 
 
 
 
PRE-REGISTRATION SERVICES 
 
For those companies and individuals interested in protecting their brand name in 
China, the Group offers the following services: 
 

 Advice on registrability of a trademark under Chinese law; 
Registrability  Execution of searches for identical or similar trademarks; 

 Advice on chances for successful registration. 

 

 Preparation of filing documents and submission of application 
materials;  Application  

 Liaison with authorities up to rejection or final acceptance. 
 

 Appeal against the Trademark Office’s decision to reject the 
registration; 

 Defence against third-party oppositions to a registration. 
 

Appeals  
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POST-REGISTRATION SERVICES 
 
For those individuals and companies which have already registered the trademark under 
Chinese law, the Group offers the following services: 
 
After understanding your company, products, market and 
objectives, the Group may formulate a comprehensive advice on 
measures that can be initiated to ensure maximum protection and 
enforcement of your trademark rights. 

 
Strategic Advice

 
The Group can monitor the PRC Trademark Gazette as well as the 
official database of the Trademark Office for new applications that, 
if granted, may compromise your trademark rights. Upon report, 
we can also advise you on filing an opposition (see above). 

 
Monitoring 

 
To ensure that any enforcement action can be taken quickly, 
information on and evidence of trademark rights should be readily 
available. The Group can keep a file with all relevant information, 
so that both you and relevant authorities can be provided with the 
most updated information at request. Also, the Group will be 
responsible to inform you when the time comes to renew your 
registration. 

 
Administration 

 
Many trademark owners decide to register their rights with the 
General Administration of Customs (GAC). This allows more 
efficient protection in case infringing goods are discovered to be 
imported or exported from China. While GAC is not compulsory for 
customs protection, it does make it a great deal easier to 
implement. 

 
Customs 
Recording 

 
 

Cancellation 
If another party has registered a trademark which infringers on 
your rights, you may file an application to cancel such registration. 
 
Under Chinese law, it is possible to transfer the rights to a 
trademark from one party to another. If another party registers 
your trademark, you may be able to negotiate its transfer. Or you 
can choose to sell your own trademark when the time is right. 

 
Assignment 

 
If a third party infringes on your trademark, you may pursue an 
administrative action, civil lawsuit, or criminal prosecution. 
Depending on the situation and your objectives, one or a 
combination of these may provide effective means to tackle 
infringements. 

 
Enforcement 
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Contact Details 

 
If you wish to receive more information on intellectual property issues, please 
contact the following persons of the Intellectual Property Group or your usual 
contact at Wang Jing & Co. 
 
 

Mr. Peng Kai 

Patent / Trademark Attorney  

+86 20 3765 3968  

pengkai@wjnco.com  

Mr. Maarten Roos 

Senior Consultant 

+86 21 5888 5907 

mjroos@wjnco.com 

 

14/F, South Tower, 

World Trade Centre 

371-375 Huanshi East Road 

Guangzhou 510095 

People’s Republic of China 

Tel  +86 20 8760 0082 

Fax  +86 20 8769 2221 

Rm. 2807-12, 28/F.,  

Bank of China Tower,  

200 Yincheng Road Central,  

Pudong Shanghai 200120 

People’s Republic of China 

Tel : +86 21 5887 8000  

Fax: +86 21 5882 2460  

 

For more information and a full list of Wang Jing & Co. offices, please visit 

WWW.WJNCO.COM
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